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Summary

As dready indicated by the title, this thesis concentrates on the legd and practical issues
concerning specid marks in the European Community. Chapter 1 contains some genera
remarks together with comments on the scope, purpose and methodology of this thess.
Chapter 2 discusses internationa conventions affecting trade marks in generd and specid
marks in particular. The European Community legd instruments on trade marks as well as
the main contents of the Community trade mark are addressed in Chapter 3. The author
hopes that readers will obtain an overview of the Community trade mark Stuation after
reading this chapter. Chapter 4 deds with the doctrine of functiondity that is crucid in
determining the requirement of digtinctiveness for trade marks. The doctrine is dso relevant
to any discusson about the protection of specid marks. The most important part of the
thesisis discussed in Chapter 5. This chapter seeks reasonable answers to questions relating
to specid marks, e.g. what is the borderline between protectable and unprotectable specia
marks, what are solutions to the controversid issues of specific unusud marks. Findly,
Chapter 6 summarises remarks drawn from previous Chapters.



Preface

Trade marks have become a key factor in the modern world of internationa trade and
market-oriented economies and have been and will reman increesngly important to the
success of a wide range of businesses. A trade mark is an item of property that can be
extremely vauable to its owner. It is the principa means of product recognition. It facilitates
repeated purchases by satisfied customers. Wisely chosen, properly protected, and carefully
used, atrade mark can, over time, become an asset of huge importance, ensuring significant
returns on the origind marketing and advertisng investments. Together with the usud or
traditiona marks such as word and device marks, unusua marks such as 3D, colour, sound,
and smdl marks have dso fulfilled these roles. These pecia marks, however, have been
faced with many difficulties from both the legd and the practical sde. Some of them have
not even survived such controversy. Therefore, studying specid marksis an interesting topic
which has both legdl and practical sgnificance.

On this occasion, | would like very much to thank my supervisor, Professor Hans Henrik
Lidgard, who suggested | take on this interesting subject and dso gave me vauable
comments and support.
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1. Introduction

Until quite recently, the means of identifying one trader’s products from those of another
would be aword mark and perhaps aso an accompanying device mark. This tradition has
been overturned by recent changes in marketing and advertising practices. Nowadays, in
order to maintain his market position, a trader often has to have, in addition to the traditiona
word and device marks, packaging with distinctive design in terms of colour and, if possible,
shape, adogan that appears both with the product and separately from it, and an advertising
jingle or tune thet, when heard, will immediately bring the product to mind. Even fragrances
are dso used to indicate their products. The development of these new practices has led to
a recognition, both by the public and by most trade mark authorities, that a trade mark can
now take many different forms. These specia marks such as shape, colour, sound, smell,
dogan, and certain others have appeared and now exist together with traditional marks.

In my country, Vietnam, trade marks have dready proved their crucid importance. Vietnam
became a member of the Paris Convention and the Madrid Agreement in 1949. Vietnamese
trade mark legidation has been in conformity with these conventions. Vietnamese trade
marks are mainly governed by the Civil Code' and the Decree No. 63-CP?. Accordingly,
ggns can be registered as trade marks provided broadly that are signs capable of
digtinguishing the goods or services of one trader from these of other traders. A trade mark
may appear in the form of words, letters, pictures, or their combination in one or many
colours’. Shapes that are not smple and not geometrical may be registered as trade marks”.
It is dlear that the Vietnamese trade mark legidation permits one to register any sgn that is
capable of distinguishing. Notably, colour and shape marks are included in the legd texts.
Regretfully, in practice, the Vietnamese Industrial Property Office has just alowed 3D
marks to be registered. With this thesis | have a good opportunity to compare the lega and
practical issues relating EC law on trade marks in general and specid marks in particular
with those of my country. It, of course, dso helps me to find out reasonable answers to
problems raised by these issues.

This thes's focuses on the legal and practical concerns surrounding specid marks in the EC.
The am is to answer a series of controversa questions relating to specia marks including
why they are recognised or objected to, what has happened to them recently, what are
outstanding issues and what are their solutions, whét is the dividing line between registrable
gpecia marks and unregistrable ones, and what the future of specid marksis. The legidation
and redity in the EC are the main references for answers of these questions. Some
international and US congderations, however, are aso discussed in this thess. IPR, in

! Civil Code of the National Assembly, 28/10/1995.

2 Decree No.63 of the Government, 24/10/1996 detailing the regulations on industrial property. The
provisions on trade marks can also found in legal documents of the other concerned State authorities,
for example the Ministry of Science, Technology and Environment, Ministry of Trade.

% Art. 785-Civil Code.

* Art. 6(2)(a)-Decree No.63.



genera, and trade marks, in particular, are non-border subjects. Further, the US is the
historica leader in this field with the first regigtrations for specid marks and is aso the origin
of important doctrines concerning trade marks such as the doctrine of functiondity, that will
be discussed in this work. Concerning the Situation in particular EC Member States, the UK
is referred to most frequently since it has been consdered as the most diligent in protecting
specia marks.

Work on this thesis has been performed via descriptive, anadys's, comparative, and synthetic

methods. The materids have been gathered mainly from legd journds, and many of the
sources are electronic.
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2. International Conventions Affecting
Trade Marks

Before the existence of any internationa agreement in the field of intellectua property, it was
difficult to obtain unitary protection for IPR in various countries, snce each naion had its
own law based on its own particular legal doctrine and practice®. However, during the
second hdf of the last century, internationd trade increased repidly and internationaly
oriented flow of technology developed significantly. This Stuation required the legidation of
various key countries on IPR to be unified and harmonised. The Paris Convention was the
ealies internationd effort in the field of 1PR. It has been followed by a series of multilaterd
and bilateral agreements.

2.1 Paris Convention®

The Paris Convention is the origind Convention and an important pillar in the fidd of
indugtrid property. It is gpplied in the widest sense to dl kinds of industrid property, namely
patents, registered designs and trade marks. The wording of the convention is quite broad,
leaving a condderable discretion to its Member States as to how they are to implement the
obligations provided for in it”. The Convention has provisions on trade marks but none of
them are specificaly on specid marks.

Two “cornerstones’® of this Convention are the nationa trestment and the priority system.
According to the nationd trestment, each contracting state must trest an overseas nationa
who applies for a trade mark in the same way as it treats its own naionds. The system of
claming Convention priority means that after lodging a trade mark application in one State,
the gpplicant is dlowed a period of sx months in which he can goply for a trade mark in
other States and can in effect get those later applications backdated to the date of his first
goplication. This gives him priority over later gpplicants.

2.2 Madrid Agreement®

The Madrid Agreement is a specid Agreement under the Paris Convention, since only
parties to the Paris Convention may join. It extends the generd principles of the Paris
Convention by enabling trade marks to be protected through the intermediary of a Central
Regidration Bureau based in Geneva. The Madrid system provides a procedura shortcut

SWIPOII.

® Paris Convention for the Protection of Industrial Property was signed on 20 March 1883, came into
effect on 7 March 1884 and has been revised several times, the last occasion being the Stockholm
Amendment in 1967. This convention is administered by WIPO, based in Geneva. For further details, see
WIPO III.

" Annand and Norman, p. 2.

8 Robinson SC, p. 51.

 Madrid Agreement for the International Registration was signed on 14 April 1891, came into force 1892.
For further details, see WIPO 1.

11



for filling a batch of nationa gpplications by means of a gngle transaction, thus, saves
transaction and representation codts.

This Agreement expresses the important role of nationa authorities”®. It concentrates on
procedurd issues and mentions nothing about unusud marks.

2.3 Protocol Relating to Madrid Agreement™

The objective of the Protocol was to make the Madrid syslem more attractive to non-
members, snce following the Madrid Agreement some mgor countries in the trade mark
field were 4ill absent, e.g. Jgpan, the UK and the US. It would also help create a link to
other inter-governmenta trade mark systems, especidly the proposed CTM, thereby
safeguarding the continuing relevance of the exising Madrid Agreement sysem. The
Protocol dso governs the system of internationd registration of marks, however, it makes
some changes to the Madrid Agreement™. As the Madrid Agreement does, this Protocol
concentrates on procedural issues and mentions nothing about unusua marks.

It is necessary to mention that the EC is not yet a party to this Protocol. Although the
European Commission has tabled a proposal for the adhesion of the EC to the Protocol, the
Coundil of the EC has till not taken a decision on these proposas®.

2.4 Trademark Law Treaty™

The Treaty is flexible and merdly declares that contracting States may not impose on trade
mark applicants or proprietors any requirements over and above those laid down in the

Tresaty.

Interestingly, where dmogt dl of internationa conventions mentioned above do not mention
the protection of specid marks (see aso TRIPs beow with its broad definition including
colour mark), this Treaty provide explicitly that hologram and non-visble signs such as
sound marks and olfactory marks are excluded from the scope of application. This is
presumably because they are not easily reproduced by graphic means and because only few
countries provide for the protection of these marksin their law™.

9 Art. 1(2) and (3) requires that before an application for amark can be registered internationally, it must
have been registered nationally by the national office of the country of origin. Merely filing an
application will not be sufficient unless filing constitutes registration in that country.

1 Protocol relating to the Madrid Agreement concerning the International Registration of Marks, was
adopted in 1989, entered into force in 1995, and came into operation on April 1, 1996 including the four
who are members of the EEC but not of the Madrid Agreement (Denmark, Greece, Ireland and UK). For
further details, see WIPO I11.

2 Seeart. 2, 5(2)(c) and 8.

Y See OHIM .

¥ Trademark Law Treaty 1994, came into force on 1 August 1996. For further details, see WIPO I1.
BWIPOIIL.

12



2.5 TRIPs?'®

TRIPs lays down minimum standards for the protection of dl IPR including trade marks,
copyright and related rights, geographical indications, industrid designs, patents, integrated
circuits and confidentia information. Its Member States are required to provide effective
enforcement procedures in respect of those rights. The EC is a co-Sgnatory adong with its
15 Member States to this agreement, and the Community has shared competence with the
Member States in this matter.

Many vauable provisons on protection of trade marks are found in TRIPs. So far, TRIPsis
the sole internationd agreement providing a definition of trade mark initsart 15(1). Thiscan
be interpreted as being permissive and suggesting that member countries may also register
sgnsthat are not visualy perceptible (to be discussed below).

2.6 Classification Agreements
Nice Agreement for International Classification of Goods and Services"’

For the purpose of assisting the registration of and search for trade marks, the Nice
Agreement divides goods into 34 classes and services into 8 classes. It is kept congtantly up
to date by WIPO, with new products being added and old ones deleted™®,

Vienna Agreement for International Classification of the Figurative
Elements™

This Agreement establishes a common dasdfication of the figurative dements of marks. It
comprises a ligt of sections into which marks conssting of two-dimensona designs or 3D
shapes are classfied®. Its aim is to facilitate searching but it has no effect on the scope of
protection afforded to a mark. The Agreement has widespread influence and is used in both
the Madrid and the Community systems.

2.7 Interim conclusion

Internationd intellectua property conventions affecting trade marks were concerned
principaly with asssing the trade mak gpplicant in obtaning multiple nationd

16 Agreement on Trade-Related Aspects of Intellectual Property was concluded as part of the Uruguay
Round on the re-negotiation of the GATT in 1994, which established the WTO. It entered into force on
January 1, 1995. For further details, see WIPO Il and WIPO I11.

7 Agreement of Nice for the International Classification of Goods and Services concluded in 1957. For
further details, see WIPO I11.

¥ See WIPOIV.

¥ The Vienna Agreement Establishing for International Classification of the Figurative Elements of
Marks concluded in 1973. For further details, see WIPO I11.

% SeeWIPOV.
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regigtrations™. These conventions included the opened provisions for the contracting states
and specid marks were not provided specificaly in any of them.

# Annand and Norman, p. 2.
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3. EC Trade Mark Legislation

3.1 EC trade mark legal instruments
3.1.1 EC Treaty

The expresson “intellectud property” has not appeared in the Treaty, which has referred
rather to “industrial and commercia property”#. Art. 295 provides that “the Treaty shall in
no way prejudice the rules in Member States governing the system of property ownership”.
The European courts, accordingly, considered that it could be argued that they had no
juridiction a dl for questions concerning IPR because art. 295 said that dl questions of
property had to be dedt with under nationa law. In order to get out of this Stuation, the
ECJfound a“judicid solution” by drawing a distinction between the existence of industria
property rights and their exercise. While the existence of industria property rights remains
unaffected by Community law, ther exercise may come within the prohibition of the
Treaty”. With this solution, pending harmonisation, questions concerning IPR were
considered by the Court both under art. 81 and 82*° that ded with competitive
considerations and under art. 28 to 307’ that concern the free movement of goods.
Quedions of IPR ae now settled more unitarily and conveniently by applying the
harmonised intellectud property system of legidation in the Community.

3.1.2 First Council Directive 89/104/EEC?®

Trade marks have long been recognised as one of the most vauable assets of a business.
The nationd laws on trade marks of the Member States, unfortunately, had wide disparities
and thus an adverse impact on the internd market. Therefore, “the creation on a unitary
trade mark system in the Community was a logicd development in the credtion of a
Common Market"?.

The Firsg Council Directive 89/104/EEC (hereinafter Harmonisation Directive) was
introduced with the am of reducing the differences between naiond trade mark sysems
which result in bariers to trade and which affect free movement of goods and services,
thereby hindering the development of a single market. The Harmonisation Directive does not
affect the rules on procedure and is limited to rules on substance. By harmonising the
nationa trade mark laws of Member States, “the Directive isintended to limit to some extent

% Groves, Martino, Miskin and Richards, p. 2.

Z Exart. 222,

# Groves, Martino, Miskin and Richards, p. 4.

* The test of distinction between “existence and exercise” was affirmed in the landmark case C-78/70
Deutsche Grammophon Gessellschaft mbH v. Metro SB Grossméarkt GmbH and Co KG. In this case, the
ECJ also applied the “ specific subject matter” test under art. 30 (ex art. 36).

* Ex art. 85 and 86.

? Ex art. 30 - 36.

% First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade mark see OJEC No. L 40/1, 11.2.1989, pp 1-7.

» Groves, Martino, Miskin and Richards, p. 55.
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the problems of free movement which are likdy to arise when products bearing nationa
trade marks try to cross the borders'®,

Despite its welcome by harmonisation enthusiasts for its wide coverage, many aress were
left unsettled by the Directive, such as the nationd trade mark office's ex officio handling of
grounds for refusd. The Directiveé's am of harmonisation was achieved to a certain extent,
but could not, on the whole, be described as being totdly in conformity with single market
requirements.

3.1.3 Council Regulation (EC) No. 44/94%

The second legd indrument of the community trade mark system is the Council Regulation
No. 40/94 (hereinafter CTMR). It was introduced in the absence of full harmonisation of
nationd trade mark laws and in order to compensate for deficiencies in the earlier
Harmonisation Directive, particularly the procedurd issues. Thus, in comparison with the
Harmonisation Directive, some articles contain the same wording™, some others are more
detailed® and many articles are completely new™.

The most notable fact is that the Regulation introduced the Community trade mark (CTM).
The CTM offers an advantageous and practical solution with its unitary character as
provided in art. 1(2). As aresult of this Regulation, a trade mark can be registered for al
MS with one single gpplication, one single legidation, one sngle procedure, one single Office
and one unitary fee sysem. As the Regulation st up a new indtitution (OHIM), it had to
ded with other matters than the aforementioned Harmonisation Directive, including rigid
provisons for the establishment of the CTM. CTMR provides for a duad sysem of co-
exisence with nationd trade marks in which both the CTM and nationa  trade mark were
given status of equal trestment.

3.1.4 Other relevant legal texts®®

In order to dlow atrade mark to have effect throughout the Community as based on asingle
goplication to the OHIM, a series of other legd texts were issued by the European
authorities and OHIM. The Commission Regulation (EC) No 2868/95% (hereindfter IR) is
a0 an important legal text besides the Harmonisation Directive and CTMR. It contains the
necessayy provisons on the regigration procedure for a CTM, as wel as on the
adminigtration of CTM, on gppeds againgt decisons of the Office and proceedings for the
revocation or invalidation of a CTM*’. The Commission Regulation (EC) No 2869/95% |ays

% Robinson SC, p. 37.

% Council Regulation (EC) No. 40/94 of 20 December 1993 on the Community trade mark, OJEC No. L
11/1, 14/01/1994, pp. 1-32.

¥Eg. at. 4,12and 13.

¥ EQ. art. 17 and 22.

¥ E.g.art. 5,19, 20, 21 and the procedural articles.

% See OHIM .

% Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council Regulation (EC)
No 40/94 on the Community trade mark.

¥ IR, Recital.
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down the fees payable to the OHIM. The Commission Regulation (EC) No 216/96® lays
down the rules on the procedures of the Boards of Apped - OHIM.

3.2 Some main contents of the EC trade mark
legislation

Types of CTM

The EC trade mark legidation recognises different types of trade marks including trade
marks of goods and services, guarantee marks, certification marks and collective trade
marks®. It aso includes certain provisions concerning well-known trade marks that derived
from art. 6 bis of the Paris Convention™ and trade marks that have reputation in the
Community*,

Signs can constitute CTM

Art. 2 of the Harmonisation Directive and art. 4 of CTMR embody the same view that trade
marks are signs satisfying two conditions i.e. they are cgpable of being represented
graphicaly, and of diginguishing the goods or sarvices of one undertaking from those of
others. These are dso known as the two requirements of form and content.

The dgns liged in these articles are only examples used most frequently by undertakings to
identify their goods or services. It means that this list is not exhaustive and dl signs can
potentidly conditute a CTM. “It is designed to smplify the adaptation of adminigtrative
practices and court judgements to business requirements and to encourage undertakings to
apply for trade marks'®, Therefore, depending on certain circumstances, the Trade Mark
Offices, the nationa courts, or in the last resort, the ECJ will be respongible for determining
whether specific Sgns condtitute a CTM. The definition is open-ended and therefore able to
adapt to changes in business practices and serve the needs of commerce better.

Accordingly, the CTM can be word marks (including company name, surnames,
geographica names and any other words or sets of words, whether invented or not, and
dogang); letter and number marks (including one or more letters or numerds, or any
combination thereof; figurative marks (including fancy devices, drawings and symbols and
adso two-dimensond representations of goods or containers); 3D marks (including the
shape of goods or their packaging); colour marks per se (incuding single colours or

% Commission Regulation (EC) No 2869/95 of 13 December 1995 on the fees payable to the Office for
Harmonisation in the International Market (Trade marks and Designs).

¥ The Commission Regulation (EC) No 216/96 of 5 February 1996 |aying down the rules of the procedure
of the Boards of Appeal of the Office for Harmonisation in the Internal Market (Trade marks and
Designs).

“0 See art. 1 and 15-Harmonisation Directive; art. 1(1) and 64 to 72-CTMR.

! See art. 4(2)(d)-Harmonisation Directive; art. 8(2)(c)-CTMR.

2 Seeart. 8(5)-CTMR.

“*® The Commission Explanatory Memorandum to the Draft CTMR, COM (80) 635 final/2, 27/11/1980, p.
23.
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combinations of severd colours); sound marks and other marks that satisfy the above
ariteria®.

The sgn must be capable of being represented in a form that can be recorded and
published. Thisis an essentid feature of any system of registering rights. It enables interested
parties to ascertain the scope of existing CTM rights, either by consulting the CTM Bulletin
or by conducting a search of the Register of CTM. It dso ads owners of earlier marks to
check the Bulletin for conflicting gpplications for CTM. The badc rules governing
representation of aCTM are set out in Rule 3 of the IR and summarised a Guideline 3.7 of
the OHIM Guiddines®™.

The sgn mugt be didtinctive, SO consumers can didtinguish it as identifying a particular
product, as well as from other trademarks identifying other products. This requiremen is,
therefore, addressng the question whether a Sgn performs or is intended to perform the
function of a trade mark®. The test of whether it is digtinctive is bound to depend on the
understanding of the consumers, or at least the persons to whom the signs are addressed. A
ggn isdigtinctive for the goods to which it is to be gpplied when it is recognised by those to
whom it is addressed as identifying goods from a particular trade source, or is cgpable of
being s0 recognised. The digtinctiveness of a dgn is not an absolute and unchangesble
factor. Depending on the steps taken by the user of the sgn or third parties, it can be
acquired or increased or even lost.

Clearly, according to the EC trade mark legidation, the signs that can congtitute a CTM are
broadly understood. This paves the way for the recognition and protection of specid trade
marks.

Signs that cannot constitute a CTM

There are two main grounds that prevent sgns from being regisered as CTM, namey
absolute grounds for refusal and relative grounds for refusal.”’

Absolute grounds for refusd are based to a large extent on art. 6 quinquies of the Paris
Convention. In the case where an gpplication for regigration includes one of the following
characteristics, OHIM is obliged to refuse. Signs which do not conform to the requirements
of at. 4 of CTMR; trade marks which are devoid of any ditinctive character; trade marks
which condst exclusvely of descriptive dgns, trade marks which consst exclusvely of
generic signs or indications, signs which congst excusively of ether the shape which results
from the nature of the goods, or which is necessary to obtain a technica effect, or which
gives a subgtantial vaue to the goods; trade marks contrary to public policy or accepted
principles or mordity; deceptive trade marks, trade marks for wines which fasdy indicate
their geographica origin; sgns, which have become customary in ordinary language and
established practices of the trade.

“ See OHIM IX.

*®0J9/96, p. 1326.

“® 1bid., p. 56.

4" See art. 3 and 4- Harmonisation Directive; art. 7 and 8-CTMR.
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Redative grounds for refusd refer to conflicts that arise from the rights of another party.
These grounds, which are fully set out in art. 8 of CTMR, may be based ether upon an
“earlier trade mark” (art. 8(1)) or on certain other prior rights (art. 8(4)); dso included isthe
case Where an agent or representative of the proprietor of atrade

mark registers the mark without the proprietor’ s consent (art. 8(3)).

Distinctiveness acquired through use

The non-digtinctive trade mark can be registered if it has acquired digtinctiveness through the
use made of it*. This provision is derived from art. 6 quinquies C 1) of the Paris Convention
and is dso affirmed in at. 15(1) of TRIPs. This acceptance is very important for trade
marks in generd and for the regidration of specid marks in particular (as will be seen in
Chapter 5).

Guiddine 8.12.1 of the OHIM Guiddines® indicates the terms and conditions of the proof
of acquistion of didtinctiveness though use of the sign. This proof must bear on the place,
period, extent and nature of the use. It can be presented in the form of documents from that
period, such as catdogues, invoices and advertissments. Written Statements, taken in
compliance with nationd laws, can be used in support of the proof that distinctiveness has
been acquired. The acquidtion of didinctiveness must be achieved throughout the
Community. It means that the proof that atrade mark is distinctive outsde the Community is
initsdf insufficient. Notably, distinctive character acquired after the date of filling of a CTM
application may be taken into account.™

Under at. 7(3) of CTMR, the digtinctiveness acquired through use only applies for art.
7(2)(b), (c) and (d). It means that the shape falling in art. 7(1)(€) is outside this acceptance.
This interesting point will be discussed in section 5.1 of thiswork.

Person who can be proprietor of CTM

This is provided for very broadly in at. 5 of CTMR. Accordingly, nationds of both
Member States and non-Member States are entitled to apply for and own CTM. Nationds
of non-Member States that are parties to the Paris Convention or to the Agreement
edablishing the WTO may dso file gpplications for a CTM without fulfilling any further
requirement. Nationals of States which are not parties to the Paris Convention may also
aoply for CTM where they are domiciled or have their seat or ared and effective indugtria
or commercid esablishment within the territory of the Community or of a State which is
party to the Paris Convention. Even if they do not belong to this broad group of natural and

“® See art. 3(3)-Harmonisation Directive; art. 7(3)-CTMR.

“ OHIM 0J9/96, p. 1332; seedso Rule 22-IR.

* These guidelines were tested in Joined Case C- 108 and 109/1997, Windsurfing Chiemsee. In this case,
the ECJ held that the distinctiveness acquired through use can be shown by the following proofs: the
market share held by the trade mark, how intensive, geographically widespread the trade mark has
become, how long the trade mark has been used and the amount invested by the undertaking in
promoting the mark.
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legd persons, nationds of other countries may ill goply for a CTM, provided that the
reciprocity rule exists between the Community and the State that such person belongs.

Likelihood of confusion

Both the Harmonisation Directive and CTMR contain similar provisons with respect to
conflicts between earlier trade mark rights and marks or other signs™. The criterion is that in
case of identity with or amilarity to the earlier trade mark and the identity or smilarity of the
goods or services covered by the trade mark, there must be alikelihood of confusion on the
part of the pubic. Confuson may arise from phonetic amilarity, visud smilarity and smilarity
of meaning™.

The criterion of “likelihood of confusion which includes the likelihood of association with the
ealier mark” was interpreted in the Sabel case™. In this case, the ECJ held that mere
asociation which the public might make between two trade marks as a result of thar
andogous semantic content is not in itsaf a sufficient ground for concluding thet there is a
likelihood of confusior™. The gppreciation of likelihood of confusion “depends on numerous
elements and, in particular, on the recognition of the trade mark on the market, of the
asociation which can be made with the used or registered sign, of the degree of smilarity
between the trade mark and the sign and between the goods or services identified,
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condtitutes the specific condition for such protection””.
Rights conferred by a CTM

The proprietor of a registered CTM has the right to use exclusively the trade mark™, to
prevent the reproduction or imitation of the trade mark®, to transfer the trade mark or to
grant licenses for some or dl of the goods or services for which the trade mark is registered,
in pat or the whole of the Community®®, and to oppose the registration of smilar
Community or national trade marks which could cauise confusion to the consumer™.

The list of prohibited acts includes the use of the dgn on products or packaging, the
importation or exportation of products under that sign, and the use of the sign in business
papers and advertising™.

Exhaustion principle of trade mark rights

* Seeart. 4 (1)(b) and 5(1)(b)- Harmonisation Directive; art. 8 (1)(b), 52(1)(a) and 9(1)(b)-CTMR.
%2 About the evaluation of confusion, see Franzosi, pp. 300-318.

%% Case C-251/95, Sabel BV v Puma AG. See also Case C-342/97, Lloyd Schuhfabrik Meyer & Co. GmbH v
Klijsen Handdl BV9.

% Case C-251/95, Sabel BV v PumaAG, the conclusion of Judgement.

% Case C-251/95, Sabel BV v PumaAG, para. 9. See also 10" Recital-Harmonisation Directive.

% See art. 5(1)-Harmonisation Directive; art. 9(1)-CTMR.

* See art. 5(1)-Harmonisation Directive; art. 9(1)-CTMR.

% See art. 8-Harmonisation Directive; articles 17, 18 and 22-CTMR. See also Rules 31to 35-IR.

¥ Seeart. 42-CTMR.

% See art. 5(3)-Harmonisation Directive; art. 9(2)-CTMR.
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Art. 7.1 of the Harmonisation Directive as well as art. 13(1) of CTMR have used uniform
wording for fixing the principle of exhaugtion of trade mark rights. It provides tha a trade
mark proprietor cannot prohibit the use of his mark in relation to goods that have been put
on the market in the Community under the trade mark by him or his consent. Thereisasoin
both cases one exception to the basic rule i.e. where there exist “legitimate reasons’ for the
trade mark proprietor to oppose further putting the goods into commerce, eg. if ther
condition has been changed or if they have been impared after ther firg
commerciaisatior’™.

The registration procedures

The procedure for regigering a CTM can be broken down into stages including file of
goplication, examindion of the agpplication (formad and subgantive), publication of the
application, possible opposition proceedings and registratior’?.

Jurisdiction and procedure in legal actions

As mentioned, the Harmonisation Directive does not harmonise procedura issues, thus, the
provisons on jurisdiction and procedure in CTMR are completdy new. Title X of CTMR
sets out the rules on jurisdiction and procedure governing any legd action involving a CTM.
It offers judicid protection againgt breach by the third party of the rights conferred by the
trade mark. On the other hand, it opens to third parties the means to chalenge the vaidity of
a CTM once it has been registered by the OHIM. Findly, it provides how to proceed with
legal disputes that may concern the CTM.

The jurisdiction and procedure are governed by two basic sources including the Brussels
Conventior™® and the Protocol on Litigatior™. The national courts of Member States are
obliged to enforce the EC trade mark legidation and not to gpply nationa provisons that
would be in conflict with the Community rule. The ECJ has jurisdiction under art. 63 of
CTMR.

3.3 Interim conclusion

It is presumed that the introduction of the Harmonisation Directive and CTMR shifted the
focus on trade mark law from the nationd to the Community arena. The community trade
mark sysem has become known as an open, flexible, transparent sysem and one
compatible with the internationa conventions that the Community participates in. The most
condderable vaue of this sysem is that it makes a sSingle gpplication having unitary effect

6! See Case C-173/98, Sebago Inc., and Ancienne Maison Dubois et Fils SA v. GB-Unic SA. See also
Joined cases C- 414/99 to 416/99, Zino Davidoff SA v A & G Imports Ltd and Levi Strauss & Co. and
Othersv. Tesco Stores Ltd and Others.

%2 See art. 25 to 38-CTMR. See also Rules 23 to 28-IR. For further details, see Annand and Norman, pp.
60-102.

% Brussels Convention on Jurisdiction and the Enforcement of Judgements in Civil and Commercial
Matters, OJEC C 189, 28/7/1990.

% Protocol on Litigation annexed to the 1989 Luxembourg Agreement relating to Community Patents, OJ
EC L 401, 30/12/1989.
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throughout the whole of the EC. It, moreover, leads to the expandon of the range of

regisrable trade marks. These have forced “many trade mark owners to rethink their
1 65

drategy” .

® Annand and Norman, p. 1.



4. Doctrine of Functionality

The doctrine of functionality was originated and developed mainly in the US. The doctrine
can be applied to IPR in generd®, however, its concept is deeply embedded in trade mark
law. The functionality doctrine has been adopted and applied by amog dl trade mark
authorities and courts to determine the imperative requirement of distinctiveness for trade
marks and has become ever more important in relation to trade mark law. In this work, the
doctrine will aso be very important when the author looks at the speciad marks.

4.1 The US position®’

Where a feature of a product performs or contributes to its function then trade mark
protection of that feature would effectively preclude or restrict others from producing goods
which require or perform the same function. “The posshbility of such anti-competitive effect
has led the US courts to adopt a functionality doctrine’®. Accordingly, the US Patent and
Trademark Office and the courts will not grant trade mark protection to features of a
product design which are functiond. The rationde for thisisthat if abusness could get trade
mark protection for a functiona features this would hinder competition by preventing others
from using the features to achieve the same necessary function. “The exclusion of functiond
design from the subject matter of trade mark law isintended to ensure effective competition,
not just by the defendant, but also by other existing and potential competitors™. Functiond
features, moreover, “is the province of patent law, not trade mark law”™. This was
discussed in Kellogg case™.

Generdly, a product feature is functiond, and cannot serve as a trademark, “if it is essentid
to the use or purpose of the article or affects [its] cost or quality” ™. In Qualitex case, the
Court dated that “if a desgn’s ‘aesthetic vaue lies in its ability to ‘confer] a dgnificant
benefit that cannot practicaly duplicated by the use of dternative design, ‘then the design is
“functiond” ®. The US courts also drew the distinction between de facto functiondity and de
jure functionality”.

% E g. for copyright, see California University; for design, see US Court of Appeal.

%7 See US Supreme Court. See also Cullbert.

% McCarthy, J. Thomas, Trademarks and Unfair Competition, 1984, 2™ edn.

% Restatement (Third) of the Law of Unfair Competition, 1995, para. 17.

" US Supreme Court.

™ Kellogg Co. v. National Biscuit Co., 305 US 111 (1938). See Connecticut University; Harvard
University.

2 Inwood Labs, Inc. v. lves Labs, Inc., 456 US 844, 850 n.10 (1982).

® Qualitex Co. v. Jacobson Products Co., 115 See Ct. 1300, 1306 (1995), at 1306.

™ “De facto functionality is functionality in the lay sense, i.e., directed toward a use or purpose. As
noted above, a feature that is de facto functionality may or may not receive protection. Similarly, a
feature that at one point is non- functional may become functional later. De jure functionality refers to
the legal conclusion: what product features may be copied (de jure functional) and what features may be
protected (de jure non-functional)” - Federal Intellectual Property protection for computer software.
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The functiondity doctrine limits the scope of trade mark protection by dating that if a
product’s fegture is functiond, it is prohibited from being used in a trade mark “where doing
50 will put a competitor a a significant disadvantage’ ™. The doctrine “prevents trademark
law, which seeks to promote competition by protecting a firm's reputation, from instead
inhibiting legitimate competition by dlowing a producer to control a ussful product
feature’.™

The federd courts have demondrated that they can gpply this doctrine in a careful and
reasonable manner, with sengtivity to the effect on competition””. The Court further noted
that “[t]he ‘ultimate test of aesthetic functiondity’ ... ‘iswhether the recognition of trademark
rights would significantly hinder competition’””.

Despite the fact that most cases where the doctrine of functionality played a role concerned
the shape or get-up of a product™, it has been effectively applied for other trade marks, for
example for colour marks™® by the US courts.

4.2 The EC position

The EC was not the originator of the functiondity doctrine and this doctrine, presumably,
was not developed strongly here. However, the legidation and case law of the Community
as well as of Member States have dready indicated the adoption and application of this
doctrinein the EC.

The EC trade mark legidation gpproaches closdy to the US doctrine of functiondity. The
concepts of the doctrine are reflected in the provisions on the grounds for refusa to register
as CTM®. “Art. 7(1)(b) to (c) of Regulation No. 40/94 address the concern of the
Community legidation to prevent the grant to one operator aone of exclusve rights which
could hinder competition on the market for the goods or services concerned”®.

The doctrine of functiondlity has been a necessary part in determining the requirement of
digtinctiveness for CTM by OHIM and the European courts. Here they have consdered
most cases in the context of a close relation between functiona features and competition
aspect. For example, in case R 134/2001-1, the Board states that no trader can monopolise

™ Qualitex Co. v. Jacobson Products Co., 115 See Ct. 1300, 1306 (1995): “forbid[ding] the use of a
product’s feature as a trade mark where doing so will put a competitor at a significant disadvantage
because the featureis ‘ essential to the use or purpose of the article’ or * affects[its] cost or quality”.

"® Qualitex Co. v. Jacobson Products Co., 115 See Ct. 1300, 1306 (1995), at 1304.

" US Supreme Court.

"8 Qualitex Co. v. Jacobson Products Co., 115 See Ct. 1300, 1306 (1995), at 1304.

" See cases Inwood Labs, Inc. v. lves Labs, Inc., 456 US 844, 850 n.10 (1982); Weber Stephen Products
Co. 3 USPQ 2d 1659; Morton-Norwich Products, Inc., 213 USPQ 9.

% See cases Qualitex Co. v. Jacobson Products Co., 115 See Ct. 1300, 1306 (1995); Owens-Corning
Fiberglass 227 USPQ 417.

8 See art. 3(1)(b) to (€)-Harmonisation Directive; art. 7(1)(b) to (€)- CTMR.

8 Case T-129/2000, Procter & Gamblev. OHIM, para. 69.
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amethod of use that is dlearly atractive to the customer as well as being functiond®. It is
notable that, in the Community, the doctrine has just been applied for a 3D mark® and the
line between functiondity and non-functiondity is not clearly drawn in every case. However,
some European scholars have referred to this important doctrine when considering other
marks™.,

The doctrine has been adopted in some Member States. For example, in UK, “the
provisions of section 3(2) [of The Trade mark Act 1994] contain a balanced mechanism
akin to but not identica with the doctrine of functionality developed by the US courts™™.
Moreover, the cases in UK “have adopted hints of the ‘functiondity doctring”®’. In
Germany, the courts relied for many years on the “need to keep free for other traders’
doctrine. Until 1963 the doctrine was gpplied in trade mark infringement cases as alimitation
on the scope of protection of relatively wesk marks™®.

4.3 Interim conclusion

One objective of trade mark law is to promote competition by enabling traders to reap the
reputetion related rewards of a desirable product or service. It is not the function of trade
mark law to gain a non-reputation-related advantage over their competitors and to inhibit
competition by for example achieving a perpetud monopoly in a functiond fegture. The
functiondlity doctrine has been developed, paticularly in the US, to protect againg the
misuse of trade mark legidation in this way®. The refusd of regidration by way of the
functionaity doctrine forces producers to face potentia competition in the market place and
thus contributes to the fundamental public interest principles of trade mark law. The role of
this doctrine will perhaps makes the EC trade mark authorities and courts address more
specificaly its future development and gpplication in the EC.

% R 134/2001-1, para. 14.

8 See Cases R 566/1999-1; R 875/1999-1; R 8/2000-2; R 656/2000-2; R 134/2001-1.
% See Burton.

% Firth, Alison, Gredley, Ellen and Maniatis Spyros, p. 98.

8 Burton, p. 382.

8 Cases Polymar, BGH [1963] G.R.U.R. 630; Polyestra, BGH [1968] G.R.U.R. 694.
¥ Cullbert.
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5. Special Trade Marks

As mentioned above, the development of commercia redity has led to arecognition by both
public and most trade mark authorities that trade marks now can take unusud forms. It
means that besides the traditiona forms such as word and device, there exist other specia
forms such as shape, colour, sound, smell, dogan, hologram animation, gesture and tagte. In
the EC, thisrecognition is clearly reflected in EC trade mark legidation, especidly in art. 4 of
CTMR (with the same wording in art. 2 of the Harmonisation Directive).

Being trade marks, the specid marks, primarily, are governed by legidation on trade mark.
However, due to ther unusud characteridtics, there are some specific and different
provisons on the specid marks, particularly requirements on graphic representation.
Therefore, this part does not repest genera provisions on trade marks but mainly focuses on
key didtinctive points of the specid marks from the legad aspect and dso looks at the
regidiration Stuation in order to find out the border line between registrable specid marks
and unregistrable ones. The author also wants to draw notes and decide whether each of the
specia marks considered should be protected or not.

5.1 3D mark

5.1.1 Statutory provisions and the registration situation

A 3D mak is a mark congsting of a 3D shape including containers, packaging and the
product itself®. A typical category of thisis the shape of goods or their packaging.

Internationdly, the general trend is clearly in the direction of a gradua acceptance, as trade
marks, of the shapes of products and packaging dements™. In the EC, a 3D mark is the
only specia mark that is expressly mentioned in art. 4 of the CTMR™. In addition to thet, IR
and OHIM Guidelines set out the requirements for graphic representation of 3D marks™.
Accordingly, a3D mark may be represented elther by line drawings or by photographs. Six
different perspectives of the mark may be supplied, provided that these fit on one sheet. A
written description of the mark is optional™.

In order to be registered as trade marks, 3D signs must also be capable of distinguishing the
goods or services of this trader with those of other traders. A typical example for obtained
digtinctiveness of 3D mark is the shape of the Coca-Cola bottle that “a blind person can

% OHIM VIII; see aso Joint statements by the Council and the Commission of the European
Communities entered in the minutes of the Council meetings, at which the Regulation on the Community
trade mark is adopted on 20 December, OHIM 0OJ5/96, p. 613.

! Daniel, p. 593.

% After the introduction of the Harmonisation Directive, almost MS explicitly provide in their national
laws the protection of 3D mark, e.g. France, Portugal, Spain, and UK.

% Rule 3(4)-IR. See dso Guiddine 3.7-OHIM Guidelines, OHIM 0J 9/96, p.1326.

% See Annand and Norman, p. 31.
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identify Coca-Cola by touching the bottle even though he or she cannot read the words on
the bottle™®.

The practice shows that many goods are made in a range of shapes, dl of which may be
commonplace. Commonplace shapes or smal variations on commonplace shapes should be
regarded as devoid of any digtinctive character. In the Procter & Gamble Co. washing
machine case, the CFl held that the 3D shape for which regigtration has been sought, namely
a square tablet, could not be registered. The reason is that it is one of the basic geometrical
shgpes and is an obvious one for a product intended for use in washing machines or
dishwashers®.

Where the shape is devoid of any didtinctive character, the sgn may 4ill be accepted if it
contains additional elements such as get up, words or devices and becomes digtinctive®.
However, where the added matter is de minimis or unclear, or is itsdf devoid of any
distinctive character, the application should be refused®.

Until recently, as mentioned, a 3D mark is a gpecid mark that has the highest number of
applications as well as registrations in comparison with other speciad marks®. OHIM grants
regigration for 3D marks in the form of goods, ther packaging done or shape in
combination with other signs such as word, figurative, colour...

In the UK, besides the registration for shape of goods'™ or their packaging'™, the UK
Patent Office dso grants trade mark protection to other unusua 3D marks such as the
externa shape of a dining, restaurant, hotel, entertainment and shopping complex housed
ingde large-scae beverage cans and the layout of the cover page of the Daily Mail weekend
magazine'®. In France, the French Patent and Trade Office grants trade mark protection to
the product itsdf, shgpes of bottles of pefume and wine, packaging for al types of
products, interior decoration of a shop, painting on buses for travel services, and exterior
shapes of restaurants in the franchisng business.

5.1.2 The exceptions from registering for 3D mark under art. 7(1)(e)**®

The shape which results from the nature of the goods themselves

This EC exception was discussed for the first time in the Coca-Cola case before the English
House of Lords'®. In this case, the Lords held that since liquid has no shape, an application

® AustraliaManual.

% Case T-128/00, Procter & Gamble Co. v. OHIM, para. 56. See also Case T-129/00, Procter & Gamble Co.
v. OHIM.

9 E.g. case R 177/1999-2.

% For further details, see also UK Manual, chapter 6, section 6.4.

% See Appendix 1; see also Annand and Norman, p. 28.

1% UK Registration No. 2002390.

191 UK Registration No. 2000548.

192 UK Registration Nos. 2048209 and 2002557.

183 Art. 7(1)(e)-CTMR, the same wordingsin art. 3(1)(e)-Harmonisation Directive .
1% Coca-Cola Trade Marks [1986] RPC 421.
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for registering a bottle or a container for liquid as a trade mark must be an agpplication for
registering the goods themsdves. Concerning this argument, the OHIM Guiddlines expresdy
rgect at Guiddine 8.6' that “Quite dearly a liquid can have any shape of a container for
liquids does not arise from the nature of the goods themsdalves’. However, the document
gives no further guidance on how the nature of the goods exception is interpreted and
applied"®.

The decisons and cases of the Bendux courts, the OHIM and the European Courts show
that shapes resulting from the nature of the goods are those that are determined by the
function of the goods and indispensable to the manufacture or distribution of products™”.
Examples are the shape of an umbrdla, the shape of a carrier bag and the shape of an egg
box, and the shape of the toothbrush which needs to have a handle and brushes'®, In the
Procter & Gamble Co. soap case™, therefore, the CFl pointed out that the shape whereby
s0ap is bent inwards dong its length and has grooves do not come about as a result of the
nature of the product itself snce there are other shapes of sogp bar in trade without those
features™°. Registration as a trade mark for basic shapes would obviously permit traders to
monopolise the respective goods themsdaves. However, the shapes with arbitrary or fanciful
elements attached or the shapes which are not common in trade may be outside the “nature
of the goods’ exception. On this ground, OHIM has accepted the registration asa CTM the
shape of a 1950s-look toaster with rounded contours™. Where registration is sought for the
shape of packaging, it is refused if the shape results from such basic features of the goods
e.g. around package for abicycle whedl.

The shape which is necessary to obtain a technical result

Shape of goods resulting in some technical advantage may aso be excluded because of
conflict with the patent syslem. The excluson seeks to prevent monopolisation through trade
mark law of non-patentable products'.

The example of the “technica result” exception given by the OHIM Guiddines is that while
the pinsin an dectric plug are necessary for the plug to work, the overdl shape of the plug is
not determined by this technical requirement™. Clearly, the key to application of the
exception isa necessity. If atechnica result can be required by aternative shapes then the
particular shape in question is probably outside the exception™.

1% OHIM 0J9/95, p.1331.

1% Annand and Norman, p. 44.

97 E 9. CTM Application No. 64840 for anti-theft clock for use on automobile steering wheels; CTM
Application No. 182402 for chair;, CTM Application No. 121707 for flasher; See also Annand and
Norman, p. 44; Kamperman, p. 68.

1% UK Manual, chapter 6, section 2.8.

1% Case T-122/00, Procter & Gamble Co. v. OHIM.

19 bid., para. 55 & 56.

11 CTM Application No. 000048728.

12 K amperman, p. 68.

Guideline 8.6, OHIM 0J9/96, p. 1331.

1 gimilarly, in Ide Line Aktiebolag v. Philips Electronics NV [1997] E.T.M.R 377, the Stockholm District
Court held that a shape was “necessary” to reach atechnical result if there was no other route to that
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Moreover, the shapes necessary to obtain a technica result must be those which make a
vital contribution to the practical or useful character of the product, and may thus be termed
“functional” or “utilitarian”. Non-drip tegpots, scissors with handles specialy adapted for the

115

disabled and easy-grip feeding bottle are obvious examples where shape plays akey role™.
The shape which gives substantial value to the goods

When the third excluson does not lend itsdf to easy interpretation, the OHIM Guidelines
aso make no comment on this exception. This exception was solved mogily by the BCJ.

Influenced by Bendlux precedents™, it is generdly assumed thet the ‘substantial vaue

exception directs the tribunal’s enquiry into the consumer’s motive for buying the goods™'.

If consumers purchase the goods primarily because of their visual-apped, irrespective of the
origin of the product, then the shape is excluded from regidtration as a CTM, eg. a crysta

vase, a set of miniature china houses™®. Conversaly, where goods are purchased primarily
for reasons unconnected with their visual-gppeal, such as taste and comestible value™ the
“subgtantia value’ exception does not apply. Therefore, the Coca-Cola bottle would not fall

within this exception. Despite the shape of the Coca-Cola bottle being so didtinctive that a
blind person can recognise it, consumers purchase it primarily because of its specid taste.

The exception will aso be ingpplicable where the goods are bought largely because of the
trade mark significance of their shape. For this reason, OHIM accepted three gpplications
for the horn, star and kangaroo shapes of snack foods'?.

5.1.3 Lego case and the debate surrounding functionality, necessity
and distinctiveness of 3D mark

Thefirs 3D CTM consgting of the product itsdf on the basis of digtinctiveness acquired by
use that concerned the Lego building block'®. There has been much controversy
surrounding this case, with many different gpproaches. Interestingly, many trade mark
regimes in the Community have refused to register the Lego brick as a trade mark or have
refused protection under unfair competition law. Some, however, have protected the brick.
These gpproaches can be divided into two groups. The first group considers the 3D shape
of Lego brick as functiond, thus, it must be excluded from regigtration as trade mark. The

result. See also Watts, p. 150; Annand and Norman, p. 44; UK Trade Marks Registry Work Manual,
chapter 6, section 8.6.

5 Firth, Gredley and Maniatis, pp. 92 - 93.

16 Eg. cases Adidas v. Joseph De Laet and Others BCJ of 23 December 1985, NJ [1986] 285;
Superconfex v. Burberrys BCJ of 14 April 1989, NJ 1989, 834; Burberrys |1, BCJ of 16 December 1991, NJ
1992, 596.

17 Annand, p. 45; Firth, Gredley and Maniatis, p. 97; Strowel, p. 160.

18 District Court of Rotterdam [1982] BIE 193. See also case of children’s bath in the shape of a scallop
shell - Court of Appeal den Bosch (1993) Revue de droit intellectuel 238.

9 Vieneta-lce[1994] IER 16.

120 CTM Application Nos. 000014167, 000014217 and 000013342.

121 CTM Application No. 000107029, published in CTM Bulletin No. 90/1998 of 23 November 1998, p. 57.
See Appendix 2, figure 1.
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notable representatives of this group are France, Norway, Sweden and UK'%, They dtate
that mainly functional dements of product design could not be protected by trade mark law
even where they had acquired a secondary indication of origin, namey the digtinctiveness
obtained through use.

The other approach considers that the stud-tube interlocking system of the Lego brick was a
functiond form but not a necessary one in that a competitor could cregte its own set of
interlocking bricks based on Lego's system but not compatible with it*2, In other words,
they focus on the digtinction between functional features and necessary ones. Accordingly, a
shape which is functional but not necessary may be protected as a trade mark. In addition to
that, they dso date that some functiond features of the Lego brick have didtinctive
character, and that they could therefore amost be regarded by consumers as de facto trade
marks'*. At this point, they show the relation between functiondity and distinctiveness
obtained through the use. Accordingly, a shape which is functiona but digtinctive can not be
excluded from protection as trade mark. The notable exponents of this gpproach are the
German Bundesgerichtshof and the Italian Supreme Court™.

Clearly, the key point of debate on Lego case is the confusion surrounding the link between
functiondity and other concerned dements. The fird is the link between functiondity and
necessity. This has not yet been discussed in the OHIM decisions and the cases of the
European courts. The second is the link between functionality, necessity and digtinctiveness.
Should a functiond shape be excluded from protection as a CTM if this shape is
unnecessary to the product or/and distinctive from other products? According to the US
doctrine of functiondity, functional 3D shapes can not be registered as trade marks, even if
they are congdered as digtinguishing marks of a particular trader’s goods. “The rule againgt
protection for functiond shapes prevals over recognition accorded consumers menta
associations of the shape with a single source™®. “A survey showing a high degree of
customer recognition as a mark would be irrdevant to any ‘functiondity’ enauiry”*?’. In the
EC, after the decison of OHIM that the Lego brick can be registered on the bass of
digtinctiveness acquired through use, the answer seems to be contrary to that of the US. As
aready mentioned (in Chapter 3, section 2), distinctiveness acquired through use under art.
7(3) of CTMR in fact only applies for art. 7(1)(b), (c) and (d); the shape fdling in art.
7(2)(e) is outsde this acceptance. It is clear that conflict between this decison and art. 7(3)
arises here. Thus, it is not clear whether this decison is persuasive enough to stop the long
debate surrounding the Lego case and lead the courts of the Member States to follow it.

5.1.4 Issue of concurrent protection

122 See SA Lego v. SARL Tomy, Cour de Cassation, March 29, 1994, [1995] G.R.U.R. Int. 505; Supreme
Court of Norway — Noyesterrett, December 20, 1994, [1995] G.R.U.R. Int. 508; Dan Bowman v. Lego
[1997] G.R.U.R. Int. 700; Lego Systems Aktieselskab and another v. Lego M Lemelstrich Ltd., [1983] FSR
155.

123 Cuonzo and Pike, p. 139.

2 | bid.

1% For further details, see Cuonzo and Pike.

126 McCarthy on Trademarks (4" ed.), para. 7.66.

27| bid., para. 7.81.



Can a 3D object be registered under both design and trade mark law? In the EC, it is not
clear both legdly and practicaly. There has not yet any gpplication or case concerning this
concurrent protection. Some condder that art. 7(1)(e) of the Harmonisation Directive
appeared to seek to “exclude from registration certain shapes which are protectable under
patents, registered designs, copyright and other such intellectua property rights™?. But

some believe that it must be acceptable™®.

| think that a 3D object can be protected under both design and trade mark law on the
grounds of legd basis, the purpose of the divison into design law and trade mark law and
the practical Stuation.

First of dl, internationa conventions™®® and the EC legd texts™! do not include but do not
exclude this concurrent protection of 3D dgns under both design and trade mark law.
Moreover, there is no lega conflict on the requirements and the protection between design
and trade mark law.

One of the reasons for dividing design and trade mark law is to extend the range of
protection for product or packaging design. It means tha if a 3D desgn meets two
requirements of novelty and indudtrid character then it will be primarily protected under
desgn law. And if a3D design just meets the lower requirement that is distinctiveness then it
will be protected under trade mark law.

The practice of America™® and other countries such as Audrdia'®, Canada™, moreover,
show that this concurrent protection is completely acceptable.

Therefore, where a 3D object satisfies requirements of novelty and industria character and
is outside the exceptions for shape mark under art. 7(1)(e) it can be protected under both
design and trade mark law. It dso must be born in mind that “if asignisorigind or new, itis
afortiori distinctive. Nevertheless, not al novelties are distinctive™.

5.1.5 Interim conclusion

Despite the existence of some vague points, it is assumed that a 3D mark is provided for
clearly and firmly in the EC trade mark legidation. 3D signs will be regigered as CTM if
they are used for indicating the origination of goods or services and do not fal within
exceptions from registering as mentioned above.

12811999] E.T.M.R 816; see also Kamperman Sanders, p. 68.

129 See Strowell, p. 161.

130 E g. Paris Convention, TRIPs.

131 See Harmonisation Directive; CTMR; Directive 98/71/EC of the European Parliament and the Council
of 13 October 1998 on the legal protection of designs, OJ L 289 of 28 October 1998, pp. 28-35; Council
Regulation (EC) No. 6/2002 of 12 December 2001on Community designs, OJ L 1/2002 of 5 January 2002.
132 See United State Playing Card Co’s Application [1908] 1 Ch 197.

1% See AustraliaManual, section 3.2.

134 Canadian Federal Court’s decision of 18 October 1993, Remington Rand Corp. v. Phillips Electronics
NV, [1994] 3EIPR, D-48.

135 Franzos, p. 188.
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5.2 Colour mark
5.2.1 Statutory provisions and the registration situation

TRIPs provides explicitly that the combination of colours “shdl be digible for regidtration as
trade mark”** dthough it does not mention the protection for a single colour mark. In
addition to this, the Harmonisation Directive and CTMR do not provide but do not preclude
the possbility of registering one or several colours as trade marks. Neverthdess, it is
accepted in the Community that “a colour mark per seisamark composed of one colour or
severd colours, regardiess of any specific shape or configuration”**” and can congtitute trade
mark. IR and OHIM Guiddines™® permit the regigtration of a trade mark in colour.
Moreover, joint statements by the Council and the Commisson do not rule out the
140

possbility of registering asa CTM acombination of colours and a single colour™™.

In order to be registrable, accordingly, the single colour or the combination of colours must
be capable of graphic representation and distinctive. There is no requirement that the colour
must be defined by a Pantone Matching System (PMS)'™ or a smilar standard. The
goplicant is free to use his own description of the colours. The indication may be made in
any manner, such as by naming the colour**2. Thus, most published CTM applications have
clamed colour merdly by reference to the name of the colour athough some have utilised the
Pantone standard™®®. In addition, a reproduction of the mark shown in colour must be
provided on a separate sheet. Where the mark conssts exclusively of colour this will entail
supplying a sample of the actud colour gpplied for. A written description of the mark in the
application form is optiona™*.

The firg colour mark per se was regisgered in US from 1985 for pink fiberglass
insulation®. In the Community, the first colour mark per se was registered in 1999 for
sngle lilac/purple colour™®. In comparison with other specia marks, 3D marks come first
and colour marks are second in terms of the number of gpplications and regidrations by

138 Art. 15(1)-TRIPs.

ST OHIM VI,

% See Rule 3.5.

¥ Seeart. 3.7.1and art. 3.7.4.

0 OHIM 0J5/96, p. 613.

“IPMSis“apopular colour matching system used by the printing industry to print spot colour. Most
applications that support colour printing allow you to specify colours by indicating the Pantone name
or number. This assures that you get the right colour when thefileis printed, even though the colour
may not look right when displayed on your “. For further details, see Nanotech 1.

2 OHIM Guidelines, Guideline 3.7 OHIM 0J 9/96, p. 1326. See dso OHIM VIII.

3 E.g. CTM Application No. 000012880 with description that “ Pantone 375C and Pantone 350C” .
R, Rule 3(3); See adso OHIM VIII.

%5 Owens-Corning Fiberglass 227 USPQ 417 (1985).

146 CTM Application No. 000031336. See Appendix 2, figure 3.
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OHIM™. The mgority of registered colour marks consist of colour in combination with
other additional elements such as word, device or shape of goods or their packaging'®.
OHIM has dso granted registration for the combination of colours per se as trade mark™.

5.2.2 The debate surrounding the protection for colour mark per se
5.2.2.1 The objection

Although many countries permit the protection of colour done as a trade mark, some others
object to this protection. The objections can be divided into two kinds as follows. 1. The
colour (whether congsting of a single colour or a combination of colours) per se should not
be protected as trade mark; 2.The combination of colours per se can be protected as trade
mark but asingle colour per se can not be protected.

The objection to protection for colour marks per se is pointed out in following arguments'>°:

Firdly, colours which are essentid to the use or purpose of the goods or services, or which
affect cost or qudity, should not be protected since this would have an adverse effect on
competition. Secondly, particular colour may be used for certain products, or there may be
a limited number of “the best colours’ that apped to consumers. Various businesses dso
ague tha they need to have colours free from trade mark protection, snce the
monopolisation of a colour would unfairly redrict the ability of these companies to meet
consumer demand and packaging requirements, or aptly “describe’ their products through
colour. Allowing monopolisation of colour may unfairly redtrict the ability for others to
compete™. Thirdly, since there is only a limited number of colours registration and
protection should not be alowed because it will deplete the supply of colour available for
use by others. Fourthly, the critics of colour regidtration state that deciding the likelihood of
confuson between shades would be difficult and subtle, and the courts would be “ill-
equipped to solve such problems’2, Fifthly, it would be difficult to search colour to obtain
an accurae picture of those colours, which conflict with the proposed trade mark. Finaly,
some argue that adequate protection aready exists for colour marks via “trade dress-related
provisons’™® of the various countries trade mak laws, or through laws of unfair
competition or passng off.

While most countries permit the protection of trade marks which comprise a combination of
colours, the extent to which a single colour can be protected as a trade mark varies
congderably from country to country. Some countries specidly prohibit the registration of a

7 See Appendix 1.

8 E.g. CTM Application Nos. 000015651 and 000015669 for two shades of the same colour for Louis
Vuitton design; CTM Application No. 000043935 for Red stripe in the hell of a man’s shoe; CTM
Application No. 000068775 for the distinctive colouring of acontainer for liquid foods.

9 E.g. the combination of green and black coloursin Case R 136/1999-1.

%0 About this argument, see INTA, 1996; see also Schwarz, pp. 394-395.

51 See dlso R 169/1998-3, para. 29.

ZINTA, 1996.
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single colour trade mark™*, while others permit this registration only upon proof of a very
high level of acquired distinctiv *® This objection is aso based on the above mentioned
grounds for colour per se generdly. The critics additiondly remark on the non-didtinctive
characterigic of single colour. They think that single colours lack didinctiveness and ther
regigration must be refused. A dngle colour as such is not usudly interpreted by the
consumer as being primarily an indication of origin or brand identifier but as being a means
of advertisng™®. Furthermore, al undertakings should be free to use any colours they liketo
characterise their goods or services. In view of the limited number of colours, especidly
primary colours such as red, yellow and blue and other basic colours such as white, black,
green, there would otherwise be a danger that the monopolisation of individua colours by
registering them as trade marks would be serioudy disadvantageous for undertakings who
were unable to secure a colour for themsdves. In particular, the monopolisation of the
particular sngle colour might dso make the adjoining shades of colour unavallable to other
undertakings, since the consumer, when deciding whether or not to purchase goods,
particularly daily requisites, will not generaly pay full attention to the exact shade™”.

5.2.2.2 The recognition®®

Admittedly, extensve use of some colours in many different arrangements and/or with other
additiond eements eg. word, figurative, shape sgns may make colours per se become
diginctive. Where the colours are used in a particular pattern or arrangement, or only
condtitute a trade mark when agpplied to the goods or packaging, however, it is likely to be
more difficult to prove that the colours are a digtinctive trade mark without including that
pattern, arrangement or form of use in the graphic representation of the sgn. This becomes
even more difficult with a sngle colour snce sngle colour normaly lacks distinctiveness and
its registration will probably be refused on the basis of art. 7(1)(b).

Persondly, | think that colour per se including single colour and the combination of severd
colours should be regigtrable as a trade mark on the grounds of legal bass, commercid
redity and doctrine of functiondity, al as discussed immediatdly below. However the ability
for regigration of acombination of colours should be higher than that of the single colour.

Legal basis

Art. 15 - TRIPs includes the protection of a combinaion of colours as trade mark.
Concerning a single colour, TRIPs does not oblige its member states to protect a sngle
colour as trade mark, even in a particular shade: however it does not prohibit this.
Moreover, the provisions on trade mark contained in the EC legidation and nationa laws of
many MS recognise protection for colour marks per se including both sngle colours and

¥ E g. Austria, Germany (despite the provisions in its new German Marks Act, effective January 1, 1995
that specifically include colours and combinations of colours as registrable marks), Portugal and Spain.
S Eg. UK.

1% For this argument, see Dawson, p. 386.

57 Case R 342/1999-2, para. 15.

158 About this argument, see US Supreme Court; see also Cullbert.
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combinations of colours™. Obvioudy, there is no legd rule preventing colour per se from
serving as a trade mark. And where a colour or a combination of colours per se meets the
legd requirements for traditiona trade marks, it must dso be registered as a trade mark.

Commercial reality

Businesses have increasingly used colour as a marketing tool to distinguish their goods or
sarvices, by usng them in the product itsdf, on the packaging or in advertisng materid.
Colour marks have performed the same role as more traditiond marks. In addition, this
argument is also supported by Sating that where colour acquired ditinctiveness by use then
it can be registered™®.

The doctrine of functionality

In some cases the doctrine of functiondity is gpplied to prevent the registration of marks.
However colour can sometimes be functiond, but not always. A colour may be functiond if
it serves a utilitarian purpose or confers utilitarian or functiond advantages (for example,
ydlow or orange for safety sgns) or if it would dlow the owner to gain a competitive
advantage in terms of cost of product. The colour sought to be monopolised may be the
natura colour of the product due to the manufacturing process so that other traders would
be forced to stop production or change to a more costly production process. In these case,
of course, colours are not be registered as trade marks. It means that where colours are
outside these cases then they may be registered as trade marks.

Rdating to the argument of competitive need, the doctrine of functiondity forbids the use of
a product’s feature as a trade mark where doing so will put a competitor at a significant
disadvantage because the feature is “essentid to the use of purpose of the article or affects
[its] cost or quality”*®*. Colour depletion theory is unpersuasive, since when a colour serves
as a mark, normdly dternaive colours will likely be avaladle for amilar uses by others.
Moreover, if that is not the case — if a colour depletion does arise — the doctrine of
functionality normally would seem available to prevent the anti-competitive consequences™®.

Moreover, determining confusion between different colour marks would not present a more
difficult question than determining the likelihood of confusion in other trade mark contexts.
The use of the Pantone Matching System (PMS)™®® or some other widdy known e.g. Cyan-

9 Cases R 7/1997-3; R 122/1998-3; R 169/1998-3. See also Smith, Kline & French Laboratories Ltd., v.
Sterling Winthrop Group Ltd. [1976] R.P.C 513; UK Registration Nos. 1469512 and 1469513 to BP Amoco
plc.

% 1n R 59/1999-2, the Board held that the colour green/colour is registrable since the distinctiveness
acquired by use.

181 |nwood Labs, Inc. v. Ives Labs, Inc., 456 US 844, 850 n.10 (1982).

162 See US Supreme Court.

163 See footnote 141.



Magenta- Yellow-Black (CMYK)*®, Red-Green-Blue (RGB)'® and easly avalable
standard can effectively support the search process.

5.2.3 Requirements on the registration of colour mark per se

Obvioudy, the above grounds show that colour per se condging of a single colour or
combination of colours should be registrable as CTM. Smilaly to other marks, not dl
goplications to regiser colour as CTM will automaticadly be dlowed. There are certain
cases where colours should not be registered. For example where colours have superior
utility for certain products, where the colour may become generic in common trade'®®, or
where the colour is inherently unregistrable for certain goods e.g. the red for red ink. Here,
“the doctrine of functiondity is dive and wel and many 4ill be an obdacle to many
registrations™®’.

Colour can be registered as a trade mark if the three following conditions are satisfied: 1.
There is no competitive need for the colour within the particular market. The evidence that
tends to satisfy this concern is that manufacturers within the industry do not typicaly colour
their products. 2. The colour must not be essentid to the utility or function of the product.
The kinds of evidence that tend to satisfy this concern are: there is no utilitarian need to
apply the particular colour to the product and the colour is arbitrary in relaionship to the
product’s natura colour. 3. The colour is used to indicate the origin of goods or services. At
this point, the gpplicant should show duration of use, advertising expenditure and other trade
evidence.

With regigtration of single colour, these conditions are gpplied more drictly. Usudly, asingle
colour per se is unregigrable unless digtinctiveness acquired through use can be shown.
Evidence will dways be required to demondrate factud distinctiveness and show that the
mark is exclusvely associated with the applicant’s goods or services. Moreover, a sngle
colour can dso under certain circumgtances be inherently didinctive if it is a very unusud
colour in relation to the goods or services concerned™®.

5.2.4 Interim conclusion

Colour marks are not provided for explicitly as are 3D marks and have been faced with
some arguments againgt their per se protection on grounds that come manly from
competition aspects. It can not be denied that colour Signs per se have been recognised as
CTM and are increasingly becoming important as brand identifiers. Therefore, traders

1% CMYK isacolour model in which all colours are described as a mixture of these four process colours.
It isthe standard colour model used in offset printing for full-colour documents. For further details, see
Nanotech 2.

1% See Nanotech 2.

1% In Case R 169/1998-3, the Board held that the yellow colour is commonly and effectively used in
advertising and in trade as a basic colour, together with images, graphics or texts. In Case R 210/1999-3,
the Board held that the dark grey/green for timepieces, particularly radio-controlled alarm clocks is a
common colour in trade.

197 schwarz, p. 395.

188 Case R 342/1992-2, para. 15 and 16.



should be confident when seeking the registration of both single colour and combination of
colours per se as CTM. However, we must dso bear in mind that currently, dmost dl of
applications for the single colour are refused by OHIM*®°. Many nationa courts refer to the
European court regarding actud protection of single colours'®. Thus the bdief in
regigration of angle colour marks per se can not be as strong as that for the combination of
colour marks per se.

5.3 Sound mark

5.3.1 Statutory provisions and registration situation

Under most conventions, the definition of a trade mark either encompasses sound as atrade
mark, or at the very least, does not exclude such marks'™.

Aswas the case with the colour mark, the sound mark is not included in but is not precluded
from the Harmonisation Directive or CTMR. And there is no guiddine about sound mark in
IR. However, the Council and the Commission consder that art. 4 does not rule out the
possibility of registering sounds as CTM 2, OHIM Guidelines, moreover, sate clearly that
sound marks are regigrable in principle, in paticular musical phrases'™ but give little
guidance on how applications for sound marks will be treated. According to the OHIM
Guiddines and OAMI Manud, usng musica notations is an acceptable form of grgphic
representation™*. A written description of the sound mark may be added to the form a the
applicant’s option™". The mark description may aso include the title of the piece of music or

other information, but this is not a recuirement™®,

Concerning the provisons on sound marks, the national laws of Member States are
different. Some Member States provide explicitly protection of sound marks, e.g. Germany,
France and Itdy. And other Member States do not specialy exclude from or include in their
national law the protection of sound marks, for example UK, Sweden.

Until now, only seven (7) sound marks have been registered as CTM Y. Member States
aso permit the registration of at least some sound marks. For example the UK Trade Mark

19 Case R 122/1998-3 for the light green. Case R 169/1998-3, for the yellow. Case R 5/1999-3 for the blue.
Case R 342/1999-2 for the blue. Case R 379/1999-1for the yellow. Case R 176/2000-2 for the orange.

10 E 9. BCJreferred to ECJin the case Re Libertel’s Orange, see [2001] E.I.P.R, N-139.

" INTA 1997.

2Joint statements by the Council and the Commission of the European Communities entered in the
minutes of the Council meetings, at which the Regulation on the Community trade mark is adopted on 20
December, OHIM 0OJ5/96, p.613.

3 OHIM Guidelines, Guideline 8.2, p. 1331. See Also OHIM VIII.

% OHIM Guidelines, Guideline 8.2, p. 1331. See also OAMI Manual, section 5-Absolute grounds, part
25.

" IR, Rule 3(3).

6 OAMI Manual, section 5-Absolute grounds, part 2.5. For the requirement of graphic representation,
see also Franzosi, p. 185.

" Including application No. 000907527 with the description that “the mark consists of a sound mark
called Prelui”; application No. 001040955 with the description that “signature tune of Nokia
Corporation” (see Appendix 2, figure 2); application No. 001416858 without description; application No.
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Regigry granted the protection for British Telecom’s ‘beeps on the speaking clock; and

178

ICI’s sound of adog barking™*.

5.3.2 Outstanding issues and some proposed solutions to protection for
sound mark

5.3.2.1 Outstanding issues

The regigration of sound marks has been faced with some outstanding issues such as
graphic representation, test of infringement, distinctiveness acquired by use and regisiration
notice. The most problematic issue is graphic representation.

Graphic representation

The norma way of graphic representation of sound mark is the use of musical notations and
written description. As a practica matter, however, not everyone can read written music.
Moreover, written musica notes while indicating pitch, normally will not indicate tone, and
different tones can be used, namely musica notes give a “description” of the music but not
the music itsdf. Some quedtions, thus, arise here. For example, “if consumer confusion
precludes compstitors from using certain variaions of the registered sound, how far
removed from the described sound must a sound be to be considered available? Are certain
sounds easier or harder to discern from others? Does one need to be musically trained to
judge this based on written notes’*"®.

If digita recordings of the sound mark were to be used as the filing form, there may be
problems associated with the fact that only the researcher or examiner would be ligtening
and comparing sound marks. It is reasonable to worry that it would be aso a burden to
trademark offices with the need for dedicated means to store versions of the marks'®.

The test of infringement

The difficulty of perceiving sound marks through current ways of graphic representation
influences the infringement test concerning such marks. The determination as to how different
another sound mark must be from the written representation can be problematic. How to
define exactly the confusion between two sound marks or between a sound mark and
another visual mark? If a company adopted a call of a specific bird as amark for its service,
and a competitor used the name and a picture of the same bird as the service mark for the
amilar sarvices, confusion could result. The question is whether the action of this competitor
condtitutes infringement or not. Undoubtedly, proving infringement for sound marks is more
difficult than for other visble marks.

001312008 with description that “the mark consists of amusical theme, shown on score sheet, which can
be played on its own or orchestration”; application No. 001480805 without description; application No.
001062942 with the description that “the mark consists of a melody, as represented on the musical staff,
including musical notes’.

8 UK Registration No. 2056092, UK Registration No. 2007456. About the registered sound marksin UK,
see Annand and Norman, p. 29.

P INTA, 1997.

%0 | bid.



Distinctiveness acquired by use

Sound marks can be registered if the applicant shows the distinctiveness acquired by use.
However, the provisons on manner of use vary from Member State to Member State.
Germany does not consider the use of amark in advertising to be a proper use of amark on
wares. German law requires that the mark be used on the goods, wrappers, containers, or
leaflets accompanying the goods. But other national laws such as those of the UK, Italy and
Sweden recognise such use as proper use. UK law only requires use “in relation to " goods
or services and thisis conddered to include for example, use in advertisement. And Swedish
law permits the use of a mark for goods in advertisng in domestic publications or in
domestic or foreign broadcasts received in Sweden.

Registration notice
A potentid problem for the regidrar is the increased difficulty involved in proving and
supplying effective notice to others of the regigtration of sound marks over visua marks.

5.3.2.2 Some proposed solutions to protection for sound marks

Sounds are capable of functioning as trade marks as any other kinds of trade marks and
should be protected in the same way with other trade marks. As previoudy mentioned,
however, the protection for sound marks has met with some difficulties. The immediate
concern s, thus, to find solutions to these outstanding issues.

The firgt key issue is graphic representation. The articulation of a sound mark through
graphic representation can be addressed by written description and other ways. Examples
are a combination of audio tapes, staff music and written descriptions, and perhaps in the
future by filing digital versons or computer generated versions of the sound mark which can
dleviae problems associated with reading music and identifying ether pitch or tondity, or
both, and can facilitate ready searching. In addition, the legd texts should regulate that the
goplicant has the duty to ensure that the sounds he seeks to register are graphicaly
represented sufficiently to enable these sounds to be clearly articulated. Written description
must be accurate and precise. Any vagueness or undue breadth in the description which
renders the scope of mark unclear would in turn render the mark unregisirable or the
regigration invaid or unenforcegble.

The second is the solution to assessing the manner of use. While the Community legidation is
glent about this and the nationa trademark laws of Member States differ in ther affixation
requirements for use on goods, this requirement will have to be re-evduated and clarified. It
is possible that a sound-marking device could be attached to a product or its packaging in
order to fulfil an affixation requirement, but this is often impracticd or undesrable. The
argument can aways be raised that a sound is intangible, and thus cannot be properly
affixed. Nonetheless, accommodation of the intangible nature of a sound mark is an open
possibility, as many countries have aready done, as long as the sound is used s0 as to
become connected with the goods and remains consstent. Where a sound mark is used in
such a manner so as to have become connected with the goods or services and thereby
functions as a trade mark, there should be no risk in recognisng use without physica
affixation (e.g. the chime of a computer when turned on).
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Thirdly, difficulties in assessng confuson between two sound marks or between a sound
mark and a visud mark can be dedt with using the reasoning and logic presently gpplied to
other types of marks. The concept of assessing the aural impact of a mark and acoustic
amilarity between trade marks is not dtogether new. Phonetic amilarity in word marks
dready forms part of the assessment of trade mark registrability and confusion in many
jurisdictions™”.

Findly, regigtration notice requirements can be addressed, for example, by providing written
notice on printed matter that accompanies the product.

5.3.3 Interim conclusion

EC trade mark legidation recognises the protection of sound mark. Unfortunately, it gives
little guidance on how to obtain the regidration of this specid mark. At the Community leve
aswdl asin Member States, the requirements or standards for registration of sound marks
ae manly based on case law. However, the practicd issue is the limited number of
gpplication prosecuted thus, and the guidelines on sound marks are not well developed.

Usualy, sounds can be regigered if they are represented adequately, sufficiently and
precisaly in the graphic forms such as musica notations, written description and audio tapes
attached to. Sounds, moreover, must be digtinctive. Thisis, of course, not easy to be shown
with sound marks and other invisble marks in generd. However, they are regidrable if the
“sacondary meaning” namely distinctiveness acquired by use is shown. Here the gpplicant
should point out the evidence such as the market share held by the owner of the trade mark,
the time the trade mark has been used, the amount invested by the owner in promoting the
trade mark...as mentioned in Chapter 3, section 2.

In certain circumstances, Smilar to other trade marks, sound marks can be excluded from
regisration as CTM. For example, sounds can be functiond; very smple pieces of music
congsting of only one or two notes; children’s nursery rhymes, for goods or services amed
a children; music strongly associated with particular regions or countries for the type of
goods or services originating from or provided in that area®.

5.4 Smell mark

5.4.1 Statutory provisions and registration situation

Smel marks are not mentioned in the EC trade mark legidation, even in OHIM Guidelines.
We can find little guidance in nationd law of MS'®, Redity aso shows that it has been so
hard to register smdlls as trade marks. We can easily count the smell marks registered by
OHIM and by the Trade Mark Offices of MS. They arereally scarce cases.

B INTA 1997.
182 UK Manual, chapter 6, section 6.2.
183 E g. the UK Manual, chapter 6, part 6.1.



A smdl mark was firgt granted in the US by TTAB in 1990'**. The application was for the
regigration of a fragrance described in the gpplication as “a high impact, fresh flord
fragrance reminiscent of plumeria blossoms’, in repect of embroidery yarn. In this case,
TTAB seems to have rdied heavily on the fact that the gpplicant was the only existing
producer of scented yarn in the country and that customers, dedlers and distributors of her
scented yarns and threads recognised the applicant as the source of the goods.

After 9 years from the regigtration of the first smdl mark in US, in 1999, the first and so far
only one smdl mark in the Community was granted to Venootschap onder Firma Senta
Aromatic Marketing'®. The mark related to tennis balls and was identified by the words
"the amd| of fresh cut grass'.

In UK, two smdl marks have been successfully registered. The fird was granted to
Sumitomo Rubber Co, which gpplied to regider “a flord fragrance/smdl reminiscent of
roses as applied to tyres™*®®, and the second was granted to Unicorn Products, which
applied to register “the strong smell of bitter beer applied to flights for darts™®”.

5.4.2 “Smell of fresh cut grass” decision and the recognition of smell
mark

5.4.2.1 “Smell of fresh cut grass” decision

As mentioned, the “Smell of fresh cut grass’ isarare registration of a smel mark that paves
the way for the protection of smell as CTM and it has been also consdered a controversia
decison.

In this case, The Second Board of Appeal began by setting out the purpose of the “graphic
representation” requirement in art. 4 CTMR, referring to its decisions in 3D Mark'®® and
Orange® where it hdd tha graphic representation was an imperative necessty for
conducting the examination and registration procedure. The question was then whether or
not the description of “the smdl of fresh cut grass’ gave clear enough information to those
reading it to wak away with an immediate and unambiguous idea of what the mark was
when used in connection with tennis bals. The Second Board of Apped took the view that
the “smel of fresh cut grass’ did indeed satisfy those requirements and overturned the
examing’s decidon by dating that “the smel of freshly cut grass is a didinct smdl that

everyone immediately recognises from experience. For many, the scent or fragrance of

184 Re Clarke 17 USPQ 2d 1238 (1990).
185 Case R 156/1998-2.

18 UK Registration No. 2001416.

87 UK Registration No. 2000234.

188 Case R 4/1997-2.

189 Case R 7/1997-3.
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freshly cut grass reminds them of the spring or summer, manicured lawns or playing fields, or

other such pleasant experiences’.

After being published, this decison had been confronted with many criticisms that mainly
concern the requirement of graphic representation. “It ssemsto have reached this concluson
with little congderation of the principd issue involved, namely, whether the mark had been
properly represented graphically. The Appea Board did not address the concerns raised by
the examiner, in particular as to whether the verba description of the mark was sufficient to
fulfil the “graphic representation” requirement.’®* The Board of Appeal decided to interpret
Article 4 widdy in this case without giving much thought to the meaning of “ gpparatus’.

5.4.2.2 The recognition of smell mark

It seems that smells can condtitute perceptible signs that are capable of distinguishing goods
or sarvices of one company from those of other companies. Smells are emanations carried
by afluid (air or water) that are perceived by the olfactory apparatus. Currently, smells play
an increesingly important role, not only in the area of perfume, but dso in that of food
products and other promotional activities. They are even used thergpeuticdly or as
dimulants .

From the legal aspect, a smdl can be protected as a trade mark where it meets the two
conditions of graphic representation and distinctiveness.

Besdes the norma way of written description, in fact, there exist other sophisticated
methods for graphicdly defining smdls such as physico-chemicd formulas, descriptions in
andogue, spectrometric and even chromatographic forms — even though certain molecules
have not yet been identified among the nearly 500,000 known substances'®®. Perfumes, for
example, are complex mixtures of volatile compounds that give off a diginctive aroma. The
volatility given off by the perfume can be andysed by gas chromatography (GC) or high-
performance liquid chromatography (HPLC)**.

The question of the cgpability of smells to distinguish an applicant's goods or services should
be decided on the same generd criteria as with any other kind of trade mark. Smells can be
registered as CTM where they are not essential to a natura part of goods, e.g. the use of
sdty and iodised smell of the sea or the ocean to designate clothing'®. The digtinctiveness is
normaly acquired more easily and smell can be registered where smdlls are not common in
trade or when they are attached to an object that usualy does not have odorous qualities or
properties. A scent applied to embroidery threads, thus, would exercise a digtinctive
purpose™®. On the contrary, smell can not be registered as CTM where they are essentid to
anatura part of goods. Aromas aone cannot be appropriated since they are produced by

% Case R 156/1998-2, para. 14.

191 Peter

192 Franzosi, pp. 185 - 186.

1% Franzosi, p. 186. For further details, see Teranishi, Flath and Sugisawa; Theimer; Macrae.
194 For further details, see Lyons, pp. 540-542.

% Franzosi, p. 186. See also Field Fisher Waterhouse.

% 1pid.
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nature. Thus, the aroma of chocolate must remain avallable to dl those in the chocolate
busness. Smdls are aso excluded from protection as trade marks where they become
common in trade, eg. pine ail is a known dignfectant and is commonly used in disinfecting
and cleansing liquids. The scent of pine oil would therefore be inherently incapable of
digtinguishing such goods from ancther. The same would goply to any scent for perfumes,
oils etc., as the function of such products is to give off scent and/or scent the wearer. Also
the application of scents to products in order to mask their otherwise unpleasant odour
would condtitute a functional use of such a scent and would therefore not be inherently
adapted to distinguish the goods to which they were gpplied.

5.4.3 Sieckmann case and the future of smell mark
5.4.3.1 Sieckmann case

While the “Smdl of fresh cut grass’ decison has paved the way for protection of smell
marks, the Sieckmann case™’ has put a big barrier in the path. This case was referred to the
ECJ from the German Patent Office concerning the interpretation of at. 2 of the
Harmonisation Directive as wdl as at. 4 of CTMR and the meaning of “graphic
representation” in the context of smell marks.

According to AG Colomer, graphic representation must satisfy two conditions. Firgt of dl,
representation must be clear and precise so that the reader knows exactly what is
exclusvely owned by the trade mark owner. Secondly, it mugt be intdligible to those who
consult the register. For asign to be registered under art. 2 of the Harmonisation Directive it
must have a digtinctive character and be capable of being represented graphicaly in a clear
and precise form that is understandable to the mgority of manufacturers and consumers. He
did not think that it was possible to “draw” asmd| with sufficient clarity and precision so that
it was understandable to all.

In this case, the German Patents Court had asked for guidance on the acceptable form of
graphic representation by suggesting four options. chemicad formula, written description,
sample or a combination of any of these. The AG rgected dl four in turn. He said that a
chemicd formula did not represent the smell of a substance but rather the substance itsdlf.
By representing a mark as a chemical formula, gpplicants would only be setting out the
chemica composition and the measurements needed to arrive at a pre-determined result.
They would not be setting out the smdll itsdlf, and very few people would be capable of
interpreting a smdl from the formula. Also, the same product was capable of emitting
different smells depending on outside factors such as the concentration of the chemicals, the
surrounding temperature or the surface onto which the substance was applied. A written
description of a Sgn condtituted a graphic representation but it was not in itsalf sufficiently
clear and precise. The lodging of a sample of a chemica product was not an effective
graphic representation of a 9gn. A sample is difficult to register and be published with
aufficient clarity and accuracy. Further, the AG referred to the volatlity of chemicd
components that eventualy leads to changesin a particular composition and ultimately to the

97 Case C-273/00, Ralf Sieckmann v Deutches patent-und Markenamt Chanel’s Application.
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evaporation and disgppearance of the smell. And finaly a combination of the above graphic
representations was also objected to.

AG Colomer expressed again the objection to registering smell as trade marks by sating
that there were very sophisticated ways of recording smdlls but, at present, no one of these
systems was aufficiently clear and precise for the purposes of recording a smdl as an
olfactory mark. He referred to the “freshly cut grass’ decision by the OHIM as a“pearl in
the desert”, an isolated decision destined not to be followed'*®.

It is obvious that Sieckmann case, especidly the opinion of AG Colomer serves as a strong
objection of the regidration of samdl marks. Will it affects the future of this unusud mark and
can it overturn the current direction into a refusa to protect smel marks as well as other
invisble marks such as sound and taste marks?

5.4.3.2 The future of smell mark

In order to foresee the future of smell marks in the EC, we should again look & the three
grounds of lega bas's, the functiondity doctrine and redlity.

Application of legal requirements

The recent EC trade mark legd documents do not in principle exclude smel from being
registered as CTM. From the lega aspect, therefore, application for smell marks may be
accepted. It is up to the applicant to convince the Regidrar that what he seeks to be
protected in fact is capable of being represented graphicdly, i.e. cgpable of distinguishing
goods or services of one undertaking from those of others. Difficulties become obvious
when gpplying these requirements to smdl marks.

With the colour mark, the problem comes from the competition aspect but with sound mark,
smdl mark and other non-visual marks, the core issue is graphic representation. Even more
than with sound marks, there is a red problem with representing smell marks graphicaly.
How can a sgn incgpable of being perceived visudly be reproduced indirectly? If an
gpplicant cannot draw a mark on paper or spel the mark out in words, he cannot obtain the
regigration. Whether the words included in the gpplication conditute an adequate
representation of the sign applied for? Even though where the applicant describes accurately
and precisely the smell he seeks to register by written description or image, the certainty is
not secured since the description is not smdll itsdf and it is difficult to perceive the mark asa
result of these descriptions. The barrier of graphic representation requirement has become
higher and more difficult to overcome after the opinion of AG Colomer in the Seckmann
case where he rgected al ways of current representations. It is therefore likely that al smell
marks are objectionable under art. 7(1)(a) of CTMR™®,

1% See |egal 500. See al'so SIB News.
% OAMI Manual, section 5-Absol ute grounds, part 2.4.
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The digtinctiveness of smdll is assessed by two dements - the smell itsdf and the perception
ability of human nose. Only if the nature of scents and the ability of the human nose dlow,
can smdls become didtinctive for trade mark purposes. However, recently the ability to
recognise smell of human beings has become controversid. Hawes concludes from research
in America that people can recognise smells®®. However, Bettina Elias believes that Hawes
confused “recollection” with “recognition” and concludes from the same study that while
people can recal smdls, they cannot recognise them. Thus a person could say that the smell
was evocative and they remembered it, but could not accurately identify from where or with
which exact product”™®.

Moreover, scent is usudly an ornamentd or functiond feature of a product and therefore
non-digtinctive. Many products have scents with the purpose of making the use of the
products more pleasant or atractive (called product scent). Potentia purchasers of these
goods are unlikely to consider these fragrances as an indication of the origin of the goods. It
may therefore be difficult to show tha a particular smdl indicates the goods of a particular
trader®®?, With primary scents (such as perfumes, ar freshener where emitting a fragrance is
the primary purpose of the product), given the importance of the fragrance as the product, it
may be more likely that customers concentrate their minds on the scent and therefore
perhaps accuracy may be increased. But this may be counterbaanced by the range of scents
and the fine gradations between them, which may be difficult for human noses to
ditinguis?®.

Functionality doctrine

According to the doctrine of functiondity, both product scents and primary scents can be
functional. Product scents can be added for the purpose of odour masking and thus fulfil a
utilitarian function. In other cases a broad view of a product’s function may include scent
performing a secondary utilitarian function. With other products, a given scent, dthough
purdy ornamentd by its cusomary use, might become aestheticaly functiond by consumer
demands for it. Primary scents are the product. The function of the product is to emit
fragrance. Further, consumers may desire a specific scent, regardiess of source, and it may
be that a scent could be found to be aesthetically functional®”.

Fragrance depletion

With product scents, only certain scents are gppropriate for certain products, eg. “clean” or
“fresh” amdlsfor laundry detergent and Since customer preference is for scented products, it
appears that depletion could occur and effectively drive competitors from the market®™.
Moreover, the range of fragrances available for primary scents is limited by the requirement
of apleasant scent and it is amoot point how many genuingly new types of fragrance could

20 Hawes.

2 Figs,

%2 YK Manual, chapter 6, section 6.3.
23 Burton, p. 380.

241 yons, p. 382.

25 Burton, p. 381.



be found which did not overlgp existing ones. Thus if Smilar scents are monopolised only the

mark owner could produce variations on atheme®.

Reality

The redlity of gpplication and registration a the Community level shows that the protection
of amdl marks becomes more difficult. Until recently, only one smell mark has been granted
and dmost dl applications for registering smell marks have been refused®’. The number of
goplication even reduced to zero in 2001 after the delivery of the opinion of AG Colomer in
the Sieckmann case.

5.4.4 Interim conclusion

The previous analyss helps foresee the future of the protection of smells as CTM and dso
answers the question that whether we should continue to protect such marks. It is uncertain
whether or not smells will continue to be registered as CTM. This, certainly, affects other
gpecid invisble marks. | think that smell should not be protected as trade mark.

5.5 Slogan mark

A dogan mark is a specid kind of traditiona word mark formed by word or words and is
the norma description and statement that attaches to goods or services. Such dogans have
been congdered an effective marketing tool since it comes readily to mind of customer. For
example “EXTEND YOUR REACH", “FREE TO READ. FREE TO WRITE. FREE TO
EVERYONE’, “GOFLY A KITE"?®, Moreover, in comparison with other unusua marks,
seemingly they are more eadly registered. However, it must be borne in mind that dogan
marks may be sought to be registered where they are non-descriptive, they are not purely
descriptive characterigtics or Sgns of the quality of goods or services they mark even if they
are capable of distinguishing the goods or services of this trader with those of other ones.
Thus, it is eader to obtain regidration where other fanciful dements, business name or logo
adds the Sogans®®.

Due to its characterigic, dogan mark eesily becomes band, promotiond and common.
Additiondly, the dogan mark dso normdly fals in describing the character or qudity of the
goods or sarvices it confers. Therefore, it is difficult to obtain the requirement of imperetive
distinctiveness and can not be registered. In case Maxygen, Inc.??, the Second Board of
Apped rgected the submisson of the gppellant that al dogan trade marks are inherently
descriptive of the goods and services they cover. On the contrary, the Board held that a

2% | bid.

27 For example, ” The trade mark is a graphic representation of a particular fragrance, alawn green note,
citrus (bergamot, lemon), pink floral (orange blossom, hyacinth), musky” —Cl. 3, 5, 16, 18, 24; ” The mark
represents the smell of an amber, woody aromawith Virginiatobacco undernotes and a mace topnote” —
Cl. 3,16, 18, 25; " Smell of ripe strawberries’ —Cl. 35, 41, 42.

28 CTM Application Nos. 173484, 160622, 169219.

2 For example, Yellow Pages”Let Your Fingers do thewalking”, NIKE " Just do it”.

19 Case R 435/2000-2. See aso Case R 161/1998-1 for the slogan “100% Pure Goodness”.
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dogan mark merely dludes to the character or qudity of the goods and services without
directly describing them and describing in which case the regidtration of the sgn asa CTM
should not be refused under art. 7(1)(c) CTMR. In this case, the dogan “MAXIMISING
GENETIC DIVERSITY” that the gpplicant sought for regigtration of goods and services in
Class 1, 5, 31, 40, 42 eg. transgenic plants, chemica research services™ is unacceptable.
The indication given by the Sgn isimmediate and direct. In other words, this dogan conssts
of only the direct description of goods and services that it relates to and it does not, tease
the consumer by dluding to bio-diversty. There is nothing subtle or ambiguous about the
sign that would cause the rdevant speciaist consumer to ponder the meaning of this sign?.
From this perspective, the dogans “THINK TOYS' and “EXPANDING
POSSIBILITIES’ presented a sufficiently allusve and fanciful character to be consdered

not exdlusively descriptive™2,

However, the promotiona characteristic of a dogan mark can be accepted. Thisis seen in
case Clinique Laboratories, Inc.?*, where the Board agreed with the Examiner that the
dogan mark “BEAUTY ISN'T ABOUT LOOKING YOUNG BUT LOOKING GOOD”
is promotiond text. But in contrast to the examiner’s decison, the Board held that
promotiond text is “congdered a pogtive property of the trade mark rather than a negative
one, asit serves not only to identify the origin of the goods or services to which it relates but
dso a marketing function in thet it draws atention to them”*°. The Board was satisfied,
upon looking at the trade mark as a whole, that this dogan mark has the capecity to
digtinguish its goods and services - including cosmetic product and beauty treatment
sarvices - from those of its competitors.

5.6 Other special marks

In principle, any sgn capable of being represented graphicaly and of diginguishing the
goods or services of one undertaking from those of others can be protected as CTM.
Therefore, besides the main specia marks previoudy mentioned, some other marks may be
registered such as hologram mark, animation mark, taste mark and gesture mark.
Hologram mark

The only hologram mark that has been registered as CTM with the description that “The
trade mark is acircular hologram, placed on the top of the packaging”°.

Animation mark

There has been dso one animation mark accepted by OAMI with description that

21 See WIPOIV.

12 Case R 435/2000-2, para. 13.

13 Case R 435/2000-2, para. 15.

2 Case R 73/1998-2.

5 Case R 73/1998-2, para. 16.

18 CTM Application No. 001787456.
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“Animation congging of Sx sequentid pictures in numericd order with an interva of 0.2
seconds beginning from picture number 1. Please note that the frames do not belong to the

mark. They are used only to separate the sSix pictures from one another”?Y’.

Taste mark

Favour is a qudity perceived by the sense of taste. The flavour of Coca-Cola soft drink is
its particular and individud flavour. It can give its origin and even dlows ingant identification
and personalization of the Coca-Cola Co.?*®. Usudly, due to their lack of fame, flavours are
not cgpable of identifying or persondising the company that supplied the object. Moreover,
flavours are indissociable from the object they are attached to; they even conditute the
essentid quality of foods or beverages, and such qudity determines the consumer’s choice.
Therefore, taste Signs are difficult to become digtinctive®™®. From a lega perspective,
however, taste signs can be registered as trade marks where they alow consumers to
recognise and identify the origin of the object, especidly given its long-standing and
extensve use, they could conditute a vaid trade mark, snce they render the object
digtinctive in comparison with competing foods and beverages. It should be noted that, until
recently there has not been a taste mark registered at the Community or Member State
leve.

Gesture mark

One gesture mark was registered before the UK Patent Office — Derbyshire Building
Society’s “gesture made by a person by tapping one sde of his’her nose with an extended
finger, normally the index finger of the hand on the Side of the nose being tapped”?.

Currently, these unusual marks - especidly taste marks and gesture marks - are normaly
considered to be objectionable on the basis of graphic representation, because, like smdlls,
“it is difficult to graphically represent the precise mark”??*. The road ahead for these marks,
thus, can be foreseen so ambiguous.

27 Cl 35,41, 42.

218 Franzosi, p. 186.

29 | hig,

0 UK Registration No. 2012603.

#! OAMI Division Manual, Section 5 — Absolute grounds, part 2.6.
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6. Conclusion

Undoubtedly, the specid marks are recelving legidative support from both internationa
conventions and the EC trade mark legidation. After the issue of the Harmonisation
Directive, and especidly CTMR, traders can register for unusua signs such as 3D, colour,
sound, smell, dogan, hologram, taste, animation and others, which are cgpable of graphic
representation and of distinguishing their goods or services with those of other traders as
CTM. With each kind of unusud marks, the borderline between regigrable and
unregigtrable marks differs from this of other kinds as mentioned in whole Chapter 5.

Specid marks have exposed their function as essentid identifiers in commercid redlity.
However, the EC as well as US practice warn that it is not easy for these new kinds of sign
to be regisgtered. In the Community, specid marks got off to a difficult start. In fact, though
introduced in 1989 in the Harmonisation Directive, they were not registered in redity by
OHIM until 1996, after the introduction of CTMR. Recently, it seems that only 3D marks
and dogan marks are “safe€’ with few problems, whereas other specid marks meet with
difficulties and dmog dl of them fdl in the ensuing controversy. Colour marks face excluson
by way of the functiondity doctrine as well as the competition aspect. Attempts to register
sound marks, smell marks and other invisble marks has been opposed on the ground of
graphic representation. Therefore, there are many obstacles ahead for these specid marks.

With the recently adopted specid marks, | strongly believe in the legd existence of the 3D,
colour, sound, dogan, animation and hologram marks and even sound marks. As mentioned
in Chepter 5, section 3, the grephic representation of sound mark can be solved.
Nevertheless, | redly worry about the protection of smdl as well as taste marks and
suppose that we should not register these marks since due to their nature, they inherently
lack digtinctiveness.

In the EC, the protection for specid marks depends very much on the efforts of the
European authorities and courts as well as the Member States. If they wish these unusud
marks to continue functioning as CTM, necessary solutions must be provided. For example,
the specid marks should be provided for more explicitly in the EC trade mark legidation;
precise and articulated methods for graphicaly representing invisble sgns should be found
out by scientific methods and recognised by both the public and the various European trade
mark offices.
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Appendix 1

Applications for CTM, situation 1996 - 2001°**

Type of Application % Applications % Total %
Mark 1996-2000 2001

Work 129.381 64,50 32.262 66,03 | 161.643 | 64,80
mark

Fgurdive 68.959 34,38 16.166 33,09 85.125 | 34,12
mark

3D mark 1.871 0,93 298 0,61 2.169 0,87
Other 199 0,10 84 0,17 283 0,11
mark

Colour 166 0,08 39 0,08 205 0,08
mark

Sound 15 0,01 5 0,01 20 0,01
mark

Olfactory 6 0,00 0 0,00 6 0,00
mark

Hologram 1 0,00 2 0,00 3 0,00
mark

Totd 200.598 100 48.856 100 249.454 100

223 source; OHIM V1.




Registered CTM, situation 1997-2001%**

Type of Regigtered % Regigtered % Totd %
Mark Trade Marks Trade Marks
1997-2000 2001

Work mark 59.001 62,96 24.175 62,79 | 83.176 | 62,

91

Fgurative 34.190 36,48 14.088 36,59 | 48.278 | 36,
mark 51

3D mark 452 0,48 211 0,55 663 0,5
0

Other mark 59 0,06 9 0,02 68 0,5
0

Colour mark 9 0,01 16 0,04 25 0,0
2

Sound mark 2 0,00 5 0,01 7 0,0
1

Olfactory 1 0,00 0 0,00 1 0,0
mark 0
Total 93.714 100 38.504 100 132.218 | 10
0

224 source; OHIM VII.
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Appendix 2-

Figurel: Shape of Lego brick, CTM Application No. 000107029,

104
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-

Figure 2: Signature tune of Nokia Corp., CTM Application No.
001040955.

Fiaure 3: Lilac/purple colour of chocolate, CTM Application No.

000031336.

25 gource: OHIM |1
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